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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-30 rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. The specification fails to properly define what an "odd-exposure limit" is. 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-30 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention, he specification fails to properly define what an 
"odd-exposure limit" is. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
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granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1, 2, 4, 7-10, are rejected under 35 U.S.C. 102(e) as being anticipated by 
Samukawa et al (hereinafter Samukawa US 2002/0023043 A1) . 

Re Claim 1: Samukawa discloses a system and method for supporting odd lot 
trading comprising the steps of: 

• Determining in a computer system whether an odd lot exposure limit has 
been exceeded for a quoting market participant (Page 1 , paragraph 0005; 
Figure 2 Ref S9) 

• Routing a received odd-lot order for execution or delivery to a quoting 
market participant whose odd-lot exposure limit has not been exceeded 
and which is sufficient to satisfy execution of the order (Page 1, paragraph 
0005; Figure 2 Ref S11, S13) 

Re Claim 2: Samukawa discloses the claimed method supra and further 
discloses the step of determining whether an interval delay between executions of odd- 
lots by a specified quoting market participant has been exceeded before routing a 
subsequently received odd-lot order for execution to the specified quoting market 
participant (Page 3, Paragraphs 0032-0034; timing tl). 

Re Claim 4: Samukawa discloses the claimed method supra and further 
discloses the step wherein the electronic market maintains a displayable quote size for 
the quoting market participant for the security traded in the market (See Figure 8 Ref 
801 "Volume" and Figure 9 Ref 901 "Volume"). 
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Re Claim 7: Samukawa discloses the claimed method supra and further 
discloses wherein the odd-lot exposure limit is specified for the security for each quoting 
market participant (See Figure 2 Ref S9; threshold value). 

Re Claim 8: Samukawa discloses the claimed method supra and further 
discloses wherein routing a received odd-lot order occurs in an odd-lot execution 
manager that is a separate mechanism for processing and executing orders and distinct 
from a mechanism for processing normal units of trading. Samukawa shows a separate 
and distinct ""odd lot broker system" and a "Securities exchange system" in Figure 2, 
and further notes that the round lot stock ordering unit forwards non odd lot orders (i.e. 
normal orders) to the separate securities exchange system (Page 2, paragraph 0023). 

Re Claim 9: Samukawa discloses the claimed method supra and further 
discloses establishing an odd-lot order routing parameter of a predetermined number of 
orders per firm (Figure 2, Step S7; order insufficiency "m") 

Re Claim 10: Samukawa discloses the claimed method supra and further 
discloses the step wherein to determine the next available quoting market participant, 
the process retrieves the next quoting market participants odd-lot exposure limit and 
determines whether the next quoting market participant has a remaining odd-lot 
exposure limit that can satisfy the order (Figure 2 Steps S17-S21 ; "establish exposure 
limit then provide stocks to each odd lot buying order). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3, 5, 6 and 11-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Samukawa 

Re Claim 3: Samukawa discloses the claimed method supra but does not 
explicitly disclose the step of decrementing the odd-lot exposure limit for the quoting 
market participant against which the received odd-lot order was executed or delivered 
upon execution or delivery of the received odd-lot order. However, as is shown in Steps 
S9-S15 in Figure 2, Samukawa is directly concerned with the odd-lot exposure of a 
participant, and works through an iterative process with the ideal goal of reaching a 
"buying order insufficiency" of zero for odd lots. In this manner, the system must have a 
way to constantly decrement the odd-lot exposure information of a participant once 
certain orders are executed, or else this limit would never approach zero, but instead 
would continue to rise with each new order. It would have been obvious to anyone 
skilled in the ordinary art at the time of invention to include the counting feature to the 
Samukawa disclosure, so an up to date and accurate depiction of odd-lot exposure can 
be determined. 

Re Claim 5: Samukawa discloses the claimed method supra but does not 
disclose the step wherein the displayable quote size for the quoting market participant in 
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the security is not decremented in response to the quoting market participant satisfying 
the odd lot order. However, in Figure 1 of Samukawa it is evident that the "round lot 
stock-ordering unit" (33) is separate and distinct from the odd lot broker system. 
Furthermore, the goal of the Samukawa system is to drive the odd-lot exposure to zero 
(S1 5). It would be obvious then, to anyone skilled in the ordinary art, to not decrement 
the displayable quote size of a security in response to the execution of an odd lot order 
because the intended use of the system is to have these operations separate from one 
another. 

Re Claim 6: Samukawa discloses the claimed method supra and while not 
explicitly disclosing the step wherein the odd-lot order becomes executable when the 
price of the odd-lot order is at the best price in the market, this step would have been 
obvious to anyone skilled in the ordinary art in order to maximize the profit of the 
participant. If the order were executed before reaching the best price in the market, the 
participant would lose out on revenue and possibly lose money in the transaction. 

Re Claim 11: Samukawa discloses the claimed method supra but does not 
explicitly disclose the step of suspending processing of odd-lot orders for the security if 
the process determines that all exposure limits for all quoting market participants have 
been exceeded. However this step would have been obvious to anyone skilled in the 
ordinary art since the objective of the Samukawa system is to limit exposure of 
participants to odd-lot transactions. If odd lot processing were allowed to continue, 
even if all participants exposure limit had been exceeded, then certain participants will 
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continue to move further away from their threshold, which would teach away from the 
intended purpose. 

Re Claim 12: Samukawa discloses the claimed method supra but does not 
explicitly disclose wherein the process remains suspended until a market maker 
refreshes its odd lot exposure limit. However, as was noted in the preceding rejection of 
Claim 1 1 , if odd lot processing were not suspended when all participants exposure limits 
have been exceeding, the system of Samukawa would fail. Along those same lines, 
unless certain variables regarding the exposure limit (i.e. an increase in this variable) 
were altered, the process should continue to be suspended so as not to further exceed 
any participant's threshold. It would have been obvious to anyone skilled in the ordinary 
art at the time of invention to include this feature to the disclosure of Samukawa so as 
not to render the system inoperable. 

Re Claim 13: Samukawa discloses the claimed method supra and, as applicant 
notes in the background section of his own disclosure that "customer orders are entered 
by broker/dealers or equivalents and traded against other orders or quotes that are 
displayed by market makers or electronic commerce networks (ECN's)." It therefore 
would have been obvious to anyone skilled in the ordinary art at the time of invention to 
include the fact that the quoting market participant is a market maker or auto execution 
electronic commerce network or an electronic commerce network that takes deliveries 
of orders to the disclosure of Samukawa since, as was established by applicant, these 
things were known at the time of invention. 
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Re Claim 14: Samukawa discloses the claimed method supra and further but 
does not explicitly disclose the step of decrementing the exposure limit for the market 
maker, upon execution of the order and placing the maker at the bottom of a queue. 
However, as is shown in Steps S9-S15 in Figure 2, Samukawa is directly concerned 
with the odd-lot exposure of a participant, and works through an iterative process with 
the ideal goal of reaching a "buying order insufficiency" of zero for odd lots. In this 
manner, the system must have a way to constantly decrement the odd-lot exposure 
information of a participant once certain orders are executed, or else this limit would 
never approach zero, but instead would continue to rise with each new order. It would 
have been obvious to anyone skilled in the ordinary art at the time of invention to 
include the counting feature to the Samukawa disclosure, so an up to date and accurate 
depiction of odd-lot exposure can be determined. Furthermore, Samukawa discloses 
placing the market makers at the bottom of a queue (See Fig 2; S21 "buying order." 

Re Claim 15: Samukawa discloses the claimed method supra and further 
discloses the step wherein the process executes an odd-lot order against a market 
maker if the market maker has sufficient exposure limit to fill the odd lot order (See 
Figure 2, steps S17- yes - S19). 

Re Claim 16: Samukawa discloses the claimed method supra and further 
discloses the step of executing for an odd lot portion using a separate mechanism from 
the mechanism that executes a round lot portion. Samukawa shows a separate and 
distinct ""odd lot broker system" and a "Securities exchange system" in Figure 2, and 
further notes that the round lot stock ordering unit forwards non odd lot orders (i.e. 
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normal orders of round lots) to the separate securities exchange system (Page 2, 
paragraph 0023). Samukawa does not explicitly disclose determining if an order is a 
mixed lot order, however it would have been obvious to conclude that the system has a 
way to determine if the order is a "mixed lot" since round lots and odd lots are forwarded 
to different places. 

Re Claim 17: Samukawa discloses the claimed method supra but does not 
explicitly disclose wherein the odd-lot portion is executed at the round-lot price against 
the next quoting market participant in rotation even if the round-lot price is no longer the 
best price in the market. However this step would have been obvious to anyone skilled 
in the ordinary art so that the mixed lot order is not executed at two different prices. 
Since the round lot order can be executed more efficiently that the odd lot order, it is 
conceivable that the market price could change before the odd lot order is filled. In 
order to maintain a level of consistency, it would be obvious to execute the odd lot order 
at the round lot price. 

Re Claim 18: Samukawa discloses the claimed method supra and further 
discloses 

• Aggregating a number of odd lot executions for a particular security to 
produce an aggregate round lot execution comprised of odd-lot executions 
(Figure 2, steps S7-S11) and; 

Samukawa does not explicitly disclose the step of 

• Decrementing an Quote/Order size upon execution of the aggregate round 
lot execution, when the number of odd lots executed equals a round lot 
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However, this step would be obvious so as to maintain the accuracy of the quote 
and order system. If the quote/order size is not decreased once a trade is executed, 
users of the system will see an inaccurate volume of securities on the system since at 
least a part of that volume is not longer available. 

Re Claims 19-25: Further electronic market claims would have been obvious in 
order to perform previously rejected method claims 1-5, 11 and 12 respectively and are 
therefore rejected using the same art and rationale. 

Re Claims 26-30: Further electronic market claims would have been obvious in 
order to perform previously rejected method claims 1-3, 5 and 11 respectively and are 
therefore rejected using the same art and rationale. 

Response to Arguments 

Applicant's arguments with respect to claims 1-26 have been considered but are 
moot in view of the new ground(s) of rejection. Examiner has decided to maintain the 
previous 35 U.S.C. 112 rejections with regards to the definition of an "odd lot exposure 
limit." Applicant has directed the examiner to page 15, lines 4-19, however this portion 
of the specification sill does not sufficiently define an "odd lot exposure limit." The 
passage states that the "execution manager accesses the "odd lot exposure limit" 
parameter that is maintained for market makers." While it is true the term is referenced, 
it is never once defined how this "parameter" is determined and, more specifically what 
this parameter is (i.e. exposure to what, what quantity ect), to the point where it would 
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enable one skilled in the ordinary art to make use of the invention. Therefore this 
aspect of the rejection is maintained. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy M. Harbeck whose telephone number is 571- 
272-8123. The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung S. Sough can be reached on 571-272-6799. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



*** 
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